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DETAILED ACTION 



Claim Objections 

1. Claim 36 is objected to because of the following informalities: The limitation 
“improved compatibility” is undefined within the context of the claim as it is not clear 
what the compatibility is improved in relation to. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 29-33 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 29-33 recite methods of improving various properties of a lubricating 
or power transmission fluid, but the actual steps of the method simply include lubricating 
an object with the fluid, which does not change the properties of the fluid. Additionally, 
the methods of Claims 29 and 30 are identical and should be combined into a single 



claim. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-10, 12-27, and 29-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Papay. 

Papay, in column 59 lines 17-49 (Example XXI) discloses a lubricant composition 
comprising a major amount (82.230%) of a base oil, and a minor amount of an additive 
composition, which includes 5.300% by weight of a polymethacrylate viscosity index 
improver, meeting the limitations of Claims 1-5. Since the composition of Papay meets 
the compositional limitations of Claims 1 and 9, it must also provide the anti-shudder 
properties recited in Claims 1 and 9. In column 47 lines 38-49 Papay discloses that the 
base oil may be a natural oil, a synthetic oil, or a mixture thereof, as recited in Claim 6. 
The composition does not contain a dispersant viscosity index improver, as recited in 
Claim 7. In column 51 line 16, Papay teaches that the composition may be used as an 
automatic transmission fluid, as recited in Claim 8, and also a manual transmission fluid. 
The use of the composition as an automatic transmission fluid also anticipates an 
automatic transmission lubricated with the fluid, as in Claim 10. 
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Papay also discloses in column 47 lines 14-33 that the compositions may further 
comprise a seal swell agent, which in column 47 lines 15-16 are taught to improve the 
elastomer compatibility of the compositions. The addition of a seal swell agent to 
Example XXI produces a composition that meets the limitations of Claims 12-18 and 21- 
27. In column 5 lines 25-34, Papay discloses that combinations of other components of 
the composition (component a and component b) also aid elastomer compatibility, 
including cases where the elastomeric component is a seal or gasket, as recited in 
Claim 19, and cases where the elastomer is composed of nitrile rubber, a 
fluoroelastomer, or a silicone elastomer, as recited in Claim 20. 

The compositions and properties disclosed above meet Claims 29-36. The use of 
the composition as a transmission fluid inherently discloses lubricating the transmission 
with the fluid, as in Claims 29-30. The improved compatibility of the composition 
including a seal swell agent with elastomeric components inherently discloses 
lubricating the elastomers with the composition, as in Claims 31-34. As the composition 
comprises a base oil and a non-dispersant viscosity index improver, the process of 
making it must at some point involve adding the viscosity index improver to the base oil, 
as recited in Claims 35-36. 

6. Claims 1,11, and 28 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ikeda (U.S. Pat. No. 6,048,826). 

In column 1 lines 4-10, Ikeda discloses a lubricating composition for use in a 
continuously variable transmission, as recited in Claims 11 and 28. In the abstract. 
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Ikeda teaches that these compositions provide anti-shudder performance, as recited in 
Claim 1. In columns 5-6 (Tables 1-1 and 1-2) Ikeda discloses numerous composititions 
that meet the limitations of Claims 1,11, and 28, as the compositions include a major 
part of a base oil and a minor port of a non-dispersant polymethacrylate viscosity index 
improver. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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